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FI NAL DECI SI ON

A | nt roduction
This interference is before a nerits panel for entry of a

final deci sion.



The board has recei ved CHARLTON S SUBM SSI ON OF ARBI TRATI ON
AWARD, acconpani ed by a DECI SI ON ON ARBI TRATI ON PURSUANT TO 37
CFR 1. 690 (Paper 152). According to the decision on arbitration,
"priority of invention is awarded to Charlton, the junior party"
(Paper 152, pages 15-16). W construe the arbitration award to
hold that Charlton established priority vis-a-vis Rosenstein and

therefore Rosenstein has |ost on the issue of priority.

B. Di scussi on
The sole count in the interference at this time is Count 4
(Paper 130, page 2):
Count 4

A test device in accordance with clains 38, 40 or 42 of
Charlton application 08/ 465,675, further provided that said
first portion includes a reconstitutable conjugate,
supported therein and nobilizable by transport thereby of
the liquid sanple,

or
a method in accordance with clains 39, 41 or 43 of Charlton
appl i cati on 08/ 465,675, further provided that said first
portion includes a reconstitutable conjugate, supported
therein and nobilizable by transport thereby of the liquid
sanpl e,

or
a test strip in accordance with clains 1 or 11 of Rosenstein
patent 5,591,645, or clains 1 or 11 of Rosenstein
application 09/167,028, further provided said tracer site
includes a tracer supported thereon such that when liquid is
added the tracer becones nobile and is transported,



or
a method in accordance with clains 9 or 19 of Rosenstein
patent 5,591,645 or clains 9 or 19 of Rosenstein application
09/ 167,028, further provided said tracer site includes a
tracer supported thereon such that when liquid is added the
tracer becones nobile and is transported.

The clainms of the parties are:

Charl ton: 38-43
Rosenstei n patent: 1-23
Rosenstei n rei ssue application: 1-74

The clains of the parties which have been designated as
corresponding to Count 4, and therefore are involved in the

interference, are:

Charl ton: 38-43
Rosenstei n patent: 1-23
Rosenst ei n rei ssue application: 1-73

The clainms of the parties which have been designated as not
corresponding to Count 4, and therefore are not involved in the

i nterference, are:

Charl ton: None
Rosenst ei n patent: None
Rosenstei n rei ssue application: 74

During the course of the interference, Rosenstein attenpted
to have Rosenstein reissue claim74 designated as correspondi ng

to a count, i.e., becone involved in the interference. In



deciding prelimnary notions, a notions panel held that
Rosenstein reissue claim74 was not patentable to Rosenstein
(Paper 127, pages 100-101 and associated findings). Accordingly,
Rosenstein rei ssue claim74 has never been designated as
corresponding to a count in this interference.

Rosenstein reissue claim74, however, is involved in
conpani on Interference 104,476, where it was designhated as
corresponding to the Count 1 of Interference 104,476 at the tine
it was declared. 1In accordance with a tel ephone conference call
Wi th counsel, the issue of whether reissue claim74 is patentable
to Rosenstein will be "transferred" to Interference 104, 476,
where it is involved in an interference within the neani ng of
35 U S.C. 8 135(a). During the tel ephone conference call,
counsel for Rosenstein indicated that it w shed to preserve a
right to seek judicial review of the board' s hol di ng of
unpatentability of Rosenstein reissue claim74. Accordingly, in
Interference 104,476, a final order will be entered in due course
(wthin one nonth) fromwhich Rosenstein will be able to seek
judicial review fromthe board's holding that Rosenstein claim 74
is not patentable to Rosenstein.

Al so di scussed during the tel ephone conference call was
Rosenstein reissue claim75. Wile not involved in this
interference, Rosenstein reissue claim75 has been considered in
Interference 104,476. An order entering Rosenstein reissue
claim75 in the Rosenstein reissue application will be entered in

Interference 104,476 in due course (w thin one nonth).
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In this interference, Rosenstein patent clainms 1-23 and
Rosenstein rei ssue application clains 1-73 correspond to Count 4.
Since Rosenstein has lost on the issue of priority with respect
to Count 4, a judgnent will be entered agai nst Rosenstein with

respect to the noted clains.

C. O der and Judgnent
Upon consideration of the record, and for the reasons given,
it is

ORDERED t hat judgnent on priority as to Count 4
(Paper 130, page 2), the sole count in the interference, is
awar ded agai nst senior party Robert W Rosenstein.

FURTHER ORDERED t hat senior party Robert W Rosenstein
is not entitled to a patent containing clainms 1-23 (correspondi ng
to Count 4) of U S. Patent 5,591, 645, granted January 7, 1997,
based on application 08/049, 247, filed April 20, 1993.

FURTHER ORDERED t hat senior party Robert W Rosenstein
is not entitled to a patent containing clainms 1-73 (correspondi ng
to Count 4) of application 09/167,028, filed Cctober 6, 1998, to
reissue U S. Patent 5,591, 645 (nmentioned above)

FURTHER ORDERED that a copy of this paper shall be nade
of record in files of (1) Charlton application 08/ 465, 675, (2)
Rosenstein U.S. Patent 5,591,645 and (3) Rosenstein application
09/ 167, 028.

FURTHER ORDERED that if there is a settlenent agreenent

whi ch has not already been filed in the Patent and Trademark
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Ofice, attention is directed to 35 U S.C. § 135(c) and 37 CFR
8§ 1.661.

FRED E. McKELVEY, Seni or
Adm ni strative Patent Judge
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